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- Th9 MAILING DATE of this communication appears on the cover sh et with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this conununication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
* - Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to (X)mmunication(s) filed on 14 July 2003 . 
2a)|3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e. 1935 CD. 11,453 O.G.213. 
Disposition of Claims 

4) 13 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) M Claim(s) 75-20 is/are allowed. 

6) 13 Claim(s) 1-12 is/are rejected. 

7) S Claim(s) 13 and 14 is/are objected to. 

8) 0 Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 14 July 2003 is/are: a)I2 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: 3)0 approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or (O- 

a)nAII b)n Some*c)n None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a daim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(8) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) wkick forms tke basis for all 
oLviousness rejections set fortk in tkis Office action: 

(a) A patent may not he ottaineJ tkougk tke invention is not identically JiscloseJ or JescriteJ as set fortk in 
section 102 of tkis title, if tke differences ketween tke sukject matter sougkt to ke patented and tke prior art are 
suck tkat tke sukject matter as a wkole would kave keen okvious at tke time tke invention was made to a person 
kaving ordinary skill in tke art to wkick said sukject matter pertains. Patentakikty skall not ke negatived ky tke 
manner in wkick tke invention was made. 

2. Claims 1-12 are rejected imder 35 U.S.C. 103(a) as Leing unpatentable over House. 
Tke device as claimed is substantially disclosed ty House witk a skank kaving a proximal 

end and a distal end, a first cutting klade at tke distal end of tke skank, a second cutting klade 
spaced inward from tke distal end of tke skank ky a gauging segment, and first and second 
circular skaped stops next to tke cutting Llades to limit tke deptk of tke cut, kut lacks tke various 
size of tke items claimed. Size, lacking some criticality, is not considered a patentakly distinct 
feature and tkerefore, it would kave keen okvious to one of ordinary skill in tke art at tke time tke 
invention was made to make tke device of House any desired size specifically tke size claimed to 
make tke device for a specific user. 

AllowaUe Suhjeci Matter 

3. Claims 13 and 14 are objected to as keing dependent upon a rejected kase claim, kut 
would ke allowakle if rewritten in independent form including all of tke limitations of tke kase 
claim and any intervening claims. 

4. claims 15-20 are allowed. 
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Response to Arguments 

5. Applicant's arguments filed July 14, 2003 kave teen fully considered but tkey are not 
persuasive. Tke arguments regarding tke use and gauging area of tke Rossetter reference is not 
persuasive since tke intended use of an item is not given patentakle weigkt in an apparatus claims 
and wkile tke term gauge is not used in tke Rossetter reference tke fixed distance Letween tke 
members 25 is Ly definition a gauge. Wkile tkese arguments are not persuasive tke argument 
tkat tke members 25 on eitker side of tke gauge 24 are not Llades and are not disclosed as Leing 
capatle of cutting is persuasive and tke reference is kerety removed. In response to applicant s 
argument tkat House is nonanalogous art, it kas been keld tkat a prior art reference must eitker 
he in tke field of applicant's endeavor or, if not, tken te reasonably pertinent to tke particular 
problem witk wkick tke appkcant was concerned, in order to be relied upon as a basis for rejection 
of tke claimed invention. See In re OetiLr, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In tkis case, wkile tke base reference is not in tke field of tke invention it is in tke field of 
tke claimed invention because tke field of invention is only cited in tke claims in an intended use 
recitation. For a recitation of tke intended use of tke claimed invention to be patentably distinct 
it must result in a structural difference between tke claimed invention and tke prior art in order 
to patentably distinguisk tke claimed invention from tke prior art. If tke prior art structure is 
capable of performing tke intended use, tken it meets tke claim. In a claim drawn to a process of 
making, tke intended use must result in a manipulative difference as compared to tke prior art. 
See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 

1963). 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of tke extension of time 
policy as set fortk in 37 CFR 1.136(a). 

A sliortened statutory period for reply to tkis final action is set to expire THREE 
MONTHS from tke mailing date of tkis action. In tke event a first reply is filed witkin TWO 
MONTHS of tke maikng date of tkis final action and tke advisory action is not mailed until 
after tke end of tke THREE-MONTH skortened statutory period, tken tke skortened statutory 
period will expire on tke date tke advisory action is mailed, and any extension fee pvirsuant to 37 
CFR 1.136(a) will te calculated from tke mailing date of tke advisory action. In no event, 
kowever, will tke statutory period for reply expire later tkan SIX MONTHS from tke mailing 
date of tkis final action. 

Any inquiry concerning tkis commimication or earlier commimications from tke 
examiner skould ke directed to Ckristopker W, Fulton wkose telepkone numker is (703) 308- 
3389. Tke examiner can normally Le readied on M,T,Tk,F 6:00-4:30. 

if attempts to reack tke examiner ky telepkone are imsuccessful, tke examiner's 
supervisor, Diego F.F. Gutierrez can Le reacked on (703) 308-3875. Tke fax pkone numbers 
for tke organization wkere tkis application or proceeding is assigned are (703) 872-9318 for 
regular communications and (703) 872-9319 for After Final communications . 




ckristopker W. Fulton 
CWF Primary Examiner 
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